years' worth of license fees, or $^260, since 
the date of its first letter to defendants on 
September 23, 1933 informing them that 
they were required to sign a license agree- 
ment. B\ imp iing tJ tjstii! >r> minimum of 
5500 per number of works infringed.' de- 
fendants will be required to pay $11,500, 
approximately nine times the amount defen- 
dants would ha id ir ) 
Coutt finds that to be an appropriate penalty 
for the defendants' infringements. 

Finally, the Copyright Act provides that 
the court "in its discretion may allow the 
recovery of full c - s sn »\ dsoawarda 
reasonable attorneys fee to :hc prevailing 
party as part of the costs." 57 U.S.C. § 505. 
In order to encourage suits to redress copy- 
right infringement, attorney fees are award- 
ed to a preva linj a it - r j> a matter of 
course Frost Belt I ml Recording Enter- 
prises, Inc. v. Cold Ckiltin' Records, 758 
F.Supp. S3?, 140 (S.D.N.Y. 1990) The 
award of attorney's fees is the rule rather 
than the except or V/, r tanip lim > , 
Bough, 779 F.2d 255, 259 [228 USPQ 443] 
(5th Cir. 1985). Consequently, this Court 
finds plaintiffs entitled to reasonable attor- 
ney's fees for the prosecution of this action. 

The declaration of Marjorie R. Esman 
submitted by phs-miffi states thai plaintiffs 
incurred $1,747.00 in attorney's fees for ser- 
vices, including: preparation and service of 
discovery mater A p n itton ii t schec 
ukng conference; preparation of and filing of 
a witness and exhibit lis!; preparation and 
filing of the motion for summary judgment. 
The declaration states that plaintiffs in- 
curred costs and expenses in the amount of 
S485.37 for filing of the complaint, pay- 
ments to the process server, reasonable pho- 
tocopies, and long distance telephone 
charges. This Court finds these declared at- 
torneys^ fees, costs and expenses to be 



For the reasons se! forth above 
IT IS ORDERED that plaintiffs' motion 
tor s ummar ere be; GRANT 

ED in ail respects except plaintiffs' request 



'See Frank Musk Corp. v. Metro-Goldvyn- 
Mayer Inc., (9th Cir.'!. 886 F.2d 1545 fl2 
i.:SPQ2d 1412], ,-r.ri. <.',/« a' no S.Ct. 1321 494 
I S 1 198 l which , r ' 

" "ii r ged the appr iriatc cak tii 

' 1 ' l i number of in- 

ringements The al wit 1 mes H^ic lersos 
nvestigator for BMI list >.i-^ wh eh were 
infringed on July 1 i, i 2, IS, and 19. 1992. 
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for statutory damages in the amount of 
52 500 pi r i ia i ' cement A-aurd 
ingiy. defendants are liable lo plaintiffs in 
the amount of $11, 500 m statuto, y da 
lor copyright infringements, S 1 .747.00 lt! 
attorney's fees, and S485.37 in costs and 
expenses. Judgment will be so entered. 
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PATENTS 

1. Practice and procedure in Patent and 

Trademark Office — Reissue 
Broader claims sought (§150.1313) 

PsteittabUkv/ Validity — Specification — 
Written description (§115.1103) 

Claims in reissue application for method 
of determining nitrogen content of sample 
were improperly rejected on ground of inad- 
equate descriptive support under 35 USC 
112, first paragraph, since originally -filed 
disclosure need only convey, to one of skill in 
art, that appli , :» cs on of concept 
of what is claimed in order to satisfy descrip- 
tion requirement, since lack of literal basis in 
disclosure for limitation that decomposition 
step of claims be "conducted in the absence 
of a catalyst" thus does not establish prima 
cic case for 1 upport, and 

since it cannot be held that originally-filed 
disclosure would not have conveyed concept 
of effecting decomposition at elevated tem- 
perature in absence of catalyst. 

2. Practice and procedure in Patent and 

Trademark Office - Reissue — 
Broader claims sought (§110.1313) 

Claims in reissue application for method 
f determining ter 1 1 , r p| e 

are overbroad under 35 (JSC 251, since 
application was filed more Shan two years 
after grant of original patent,, since any 
ciain which docs m n negative limits 

lion expressly excluding presence of catalyst 
in decomposition step of method is broader 
than original claims, and since claims in 
question don t plis 
reciting phrase "consisting essentially of in 
characterizing decomposition step. 
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" '. ~ k -....ho th- nitric oxide produced by 

1 rc i i with ozone, isao 
: and VI rietta chem c ' "^Vrimmn .c n itude ,i the 

; g'l-93 in application for ooantHv ofchctnicaHy combined nitrogen 
n If 4 )' n '\ oi c emitting the total 

. , „ i i ' <i™ -omen 

a sample said method comprising the 
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appealed claims si and rejected under 3^ 
U.S.C. 251 for lack of the requisite "error." 

The rejection „ j , ^ paragraph of 
35 U.S.C. 512. the rejection of claims 94 
through 106 under 35 U.S.C. 25 i as broader 
than the or gin I n J ie rejt etion of 
ail the appealed claims under 35 U.S.C. 251 
for Sack of the requisite "error" are reversed; 
the rejection of claims 8i through 93 under 
35 U.S.C. 25 J as broader than the original 
claims is affirmed. 



The Rejection of Claims I through SO, 20 
through 22 and 55 through 80 under the 
first paragraph of 35 U.S.C 112. 

The initial burden of establishing a prima 
facie basis to deny patentability to a claimed 
invention on any ground is always upon the 
examiner. In re Oeiiker, 97? F.2d 1443 24 
USPQ2d 1443 {Fed. Cir. 1992). In rejecting 
a claim under the first paragraph of 35 
U.S.C. 1 12 for lack of adequate descriptive 
support, il is incumbent upon the examiner 
to establish that the originally-filed disclo- 
sure would not -.it conveyed io 
one having ordinary skill in the art thai an 
appellant had possession of the now claimed 
subject mailt W , rat ries j nc v 
Toshiba Corp , 993 F.2d 858. 26 USPQ2d 
1767 (Fed. Cir. 1993). Adequate description 
under the first paragraph of 35 U.S.C. 112. 
does not require literal support for the 
claimed invention, in re lierschler, 591 F.2d 
693, 200 USPQ 7U (CCPA 1979); in re 
Edwards, 568 F.2d 1349, 196 USPQ 465 
(CCPA 1978; In re Werthein, 541 F.?d 217 
191^ USPQ 90 (CCPA 1976). Rather, it is 
sufficient if i he originally-filed disclosure 
would have co ; < 1 laving ordinary 
skill in the art that an appellant had posses- 
sion of the concept of what is claimed. In re 
Anderson, 471 F.2d 1237, 176 USPQ 331 
(CCPA 1973). 

[I] he. exam « '1 t the reject- 

ed c airr s lack ieq u riptive support 
because there is "no literal basis for the" 1 
claim limitation "in the absence of a cata- 
lyst," Clearly, the observation of a lack of 
literal support does not, in and of itself, 
<-s b s l , , ( 1 i la s dr 

quate descnr i 1 under the first 
paragraph of 35 U.S.C.' 112. In re Henchler, 
supra; In re Edwards, supra; In re Wert- 
heirn, supra. 
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■i miner notes that in Parks v. Fine 
1 577. 227 USPQ 432 (Fed. Cir! 
?85), involving: \\ st k e i unmet 

the limitation "in the absence of a catalyst'' 
was considered material. Suffice it to say, no 
issue under the first paragraph of 35 U.S.C. 
1 12 for lack n i< t ipiivc support 

for the limitation "in the absence of a cata- 
lyst" was before the court. 

We are n ■ i - > ■ 1 t hi decision ii 
Ex parte Grassvlli. 231 USPQ 393 (Bd.App 

1983) affd mem., 738 F.2d 453 (Fed. Cir. 

1 984) , which involved claims to a process for 
the anvmoxidation of propane or isobutane 
employing a catalyst "free of uranium and 
the combination of vanadium and phospho- 
rus." Under the particular facts in thai case. 
* s ne a t t 1 r t si to <ati 

fa ed n> con raisin (hi 

scription requirement of the first paragraph 
of 35 U.S.C. U2, citing In re Anderson, 
supra. In the s;! j iti a belore us, J it cannot 
be said -hat the originally-filed disclosure 
would not have conveyed to one having ordi- 
nary skill in the art that appellants had 
possession of the concept of conducting the 
decomposition Men generating nil; it ;:;cld in 
the absence of a catalyst. See. for example, 
column 5 of the '562 patent, first paragraph, 
wherein FIG 4 is discussed. Pvroiysis tem- 
peratures of between 600 C and 700"C,and 
above 700 *C were employed so achieve con- 

ii n nn i , b a r -i trogen to ni- 

tric oxide. Smooth conversion was obtained 
above 700 *C, while the optimum conversion 
was found to occur above 900 "C. Through- 
out the discussion which would seem to cry 
out for a catalyst if one were used, no men- 
tion is made of a catalyst.'' 

Moreover, according to two declarations 
by Wenlwortt t it t f chemistry H 
the University of Houston, whose expertise 
in this particular art has not been chal- 
lenged, one having ■ i-<!man skill in rise art 
would have recognized that the reaction gen- 
erating nitric c d e. n g tc the equa 
iond closed in lb; Cf i rsatcnt. iscoi ducted 
without a catalvst. Set Vas-Catk. Inc. v. 
Mahurkar, 935 F.2d 1555, 19 USPQ2d 



'Whether the require,, 



n dfisci 



n has b. 



fact and. her 

ease Wane Labor a'ories . hie ' 
993 P.2d 858. 26 USPQ20 S7> 
1993). 

ate a particular icacuon. See lev c 
ley, Cr.der.sed Chemical Oictiona 
t pa 202 i ( r P c 
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Tni (Fed Cir. 1991):/«.^I«»'«.364F.2d 
( t 1 PA 196 Uu 
, be, ic i th H* 1 s 

-.:;r w . VJ H not have conveyed to one having 

V 

°' , 7^' i( « -i an elevated wropcra- 
Kffitaenci of a catalyst, /n re <4»<fer- 

' v '"^nUm.!v the examiner's rejection of 
u n i tbrt a. 10. 20 through 22 , J 55 
ttr a ? h ). 1 r paragrapi ?S 

tj i.S.C. 112 for hck of adequate descriptive 
support is reversed. 

7te Kejertion of Claims HI through 106 
under 35 U.S C. 251 <w Broader than tn< 
Original Claim's. 

Wc initially observe that on page 6 o! the 

plants agree that any claim in the 
riiW.-iM'plio^^ llv.it docs :u.taV:i aiV i 
limitation thai means "in the ansetv-e ol ■: 
Cii'aivxl" is broader than origin.!! outro-.s 
f-Yo ami hence unpatentable under j> 
i ts; ^oeiiants" emphasis). 
Claims 81 through 106 do not contain a 
rvoai.vc limitation which expre»«y pre- 
cedes the presence of a catalyst Howevei 
appellants contend that claims 8 1 *rou^M 
exclude the presence of a catalys t by v.. tue 
of the phrase "consisting essential.} oi .n 
characterizing the decomposition s.ep, ana 
• ha; claims 94 throne-h lOh exclude the pres- 
ence of a catalyst bv virtue of the recited 
po nation f or the decomposition reaction, 
which equation does not reflect the presence 

^HMif our opinion, the phrase "consisting 
essentially of, as employed in claims 81 
♦hroueh 93 limits decomposition to a single 
step and, m that sense, is redundant since 
decomposition is performed "in one step. 
Hoover, it is not apparent and appellants 
have not explained why the expression eon- 
sfsling essentially of excludes the presence 
a Ltalvst during the recited decompila- 
tion step/" 11 would, therefore appear thai 
claims 8 ! through 93 are broader than origi- 
nal cSa,ms i through 10 and, hence were 
pnmcrlv rejected by the examtner under i- 
U SC 251. Accordingly, the examiner s re- 
action of claims 81 through 93 under 32 
"i iTc ">M is affirmed. 
"Tfoims 94 through 106 recite the aecon- 
.„...;' ,,, f . Rlil ... manner winch, acceto- 
1p<; the"Wentwonh declarations, means 
that no catalyst was employed. In re Lemuu 

~^ irc Molecuhn Com v. 

note 6 (Fed. Cir. 1986). 



supra. Accordingly, claims 44 through 106 

, pe-ar broad 
claims 1 through 0 and he, ce, e ^"||": 
il!iis 94tl o-gh 106 under 
35 U.S.C. 251 is reversed. 

The Rejection of ike *P^ a j^j£j™ 
sile Error. 
This reieetion is reversed essentially for 
e reasons ad 1 " 1 ' a Pj 

peal. We emphasize that the practice oi 
submitting claim* S s a hedge .against the 
possible invalidity of origmaK-a.mshsub^ 
udicialiv sanctioned. Sec. tor example, 

SI F^lV^PQ46d(<X^A 1.963). 

in summary, the examiner s ;^ : ; ! ; : ;; ;'' 
claims Si through 93 he re ac- 

tion of claims 1 through 10, 20 through J, 
55 through 140 and 94 through i06 is 

reV Not?me period for taking any subsequent 
a-.ion in connection with this appeal may be 
extended under 37 Cf-R 1.136(a). Sec toe 
final rule notice, 54 FR. 29248 (July 13. 
1989). 1105 O.G. S (August 1, 1989). 
AFFIRMED-IN-PART. 
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PATENTS 

1. Patentability /Validity 



- Obviousness — 
KXInT'pVior art - Particular inven- 
tions (§115.0903.03) 

Patentability/Validity - Obviousness - 
Secondary considerations generally 
(§155.0907) 

Application claims for chemical com- 
pounds were properly rejected as obvious 
under 35 USC 103. since claims are prima 
facie obvious in view of cited references 
fnce record does not show that c aimed 
compounds, which are intermediates to pat- 
ented compounds Having antibiotw proper- 
ties, have no known utility other than as 



